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This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 


Fibs: CRM oi Fe ep dead Od ew 6 oad Pe $ 5.00 
Den Tbe a 8 os a cee oe ES 5.50 
Digest, vols. 1-14, inc. (either binding) ........... 10.00 


Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Digest. 
Transportation extra. 
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Outline of Trade-Mark Law 


By Leon H. Amdur 
Patent Attorney, New York City 


Author of “Patent Law and Practice,” forthcoming 
publication of Clark Boardman Co. 


Trade-mark practitioners often feel the need of a treatise 
on the Federal Trade-Mark Law that is clear, condensed but 
comprehensive, authoritative and up-to-date. Such a commentary 
Mr. Amdur, the well-known writer on patent and trade-mark law, 
has now supplied. 


The several Federal trade-mark statutes are here concisely 
analyzed and discussed, the interpretation given them by the 
Washington tribunals and the Federal Courts commented on, with 
citations, and the various points of law and procedure carefully 
distinguished. The fact that the majority of the more than one 
hundred cases here discussed have appeared in the Trade-Mark 
Reporter, and that citations thereto are given, makes the work 
of unusual value to Reporter subscribers. 


Forty-five pages, obtainable in strong paper covers in size 
identical with the Reporter and therefore easily bound in with 
the annual volume, at $.50, postpaid. 


Delivery conditional on our receiving orders sufficient to defray 
cost of publication. To make sure of your copy, send no money, 
but cut out and mail us the following Order Blank with your 
name and address, now: 


1934. 
Tue Unrrep States Trape-Marx Association, 


32 Nassau Street, 
New York City. 


ME CoPY 
Gentlemen: Please sav rs « 
lease save |, corres 0! Amdur’s “Outline 


of Trade-Mark Law” at $.50 a copy, payment to be made on 
delivery. 
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CALIFORNIA PackinG Corporation v. Sun-Maip Raisin Growers 
oF CALIFORNIA 


United States District Court, Southern District of California, 
Northern Division 


February 23, 1934 


Trape-Marks—INFRINGEMENT—“Sun-Kist” aNd “Sun-Maiw”’—Common 
Trapve-Marx Use or Worp “Sun”—Distinctive LaBe Ls. 

The only likelihood of confusion or mistake among purchasers as be- 
tween the two trade-marks “Sun-Kist” and “Sun-Maid,” both used upon 
food products, is the word “Sun,” inasmuch as the other features of the 
composite labels are markedly dissimilar in appearance. Moreover, in- 
asmuch as the word “Sun” is widely used as a trade-mark for food 
products, plaintiff could not claim exclusive right therein. 

Trape-Marxs—INFrINGEMENT—License TO Use—Errecr or Conrract. 

Where defendant acquired title to the trade-mark “Sun-Maid” on 
food products from a business predecessor, which had been licensed by 
contract to use same on raisins or foods containing raisins, held that de- 
fendant assumed the obligations of such licensor under the contract. 

Trave-Marks—INFrINGEMENT—LACHES. 

Plaintiff and defendant were both engaged in the sale of food 
products, mainly those containing raisins, under the respective trade- 
mark “Sun-Kist” and “Sun-Maid,” defendant having obtained several 
registrations of its mark in the Patent Office on such goods without 
opposition by plaintiff. Defendant had also advertised its “Sun-Maid” 
products in trade journals carrying plaintiff's advertisements and made 
joint shipments of its “Sun-Maid” products with plaintiff and with 
plaintiff's knowledge. Plaintiff held estopped by laches and acquiescence 
from enjoining the use of the word “Sun-Maid” by defendant. 


In equity. Action for alleged trade-mark infringement and un- 
fair competition. Judgment for defendant. 


Pillsbury, Madison & Sutro, of San Francisco, Calif., for plain- 
tiff. 


Miller § Boyken, of San Francisco, Calif., and Edward S. 
Rogers, of Chicago, IIll., for defendant. 


McCormick, D. J.: This is a suit in equity for an injunction 
to enforce trade-mark rights in certain food products. The liti- 
gants are competitors engaged in marketing the same lines of 
merchandise. Plaintiff is a New York corporation and defendant 
is a California cooperative association of raisin growers in the San 
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Joaquin Valley of California. Diversity of citizenship thus ap- 
pears and the amount in controversy exceeds the necessary juris- 
dictional sum. 

The action, unlike most suits to enjoin infringements of trade- 
marks, is not founded upon fraud. The plaintiff cannot in the 
light of the evidence claim that defendant is seeking to take ad- 
vantage of a competitor’s reputation by imitating its trade-mark. 
That there is no actionable similarity between the two trade-marks 
in suit will readily appear from an ocular inspection of the trade- 
marks of the plaintiff and defendant respectively. The trade-mark 
of plaintiff company consists of the hyphenated word “Sun-Kist”’ 
in block letters of varying sizes, sometimes employed with a draw- 
ing of the sun with its rays projecting or diffusing into the block- 
lettered word, while the defendant’s trade-mark is a composite 
arrangement comprising the pictorial representation of the sun and 
within its circle or circumference that projects the rays outwardly 
appears the picture of a girl, the hyphenated word “Sun-Maid” in 
uniform size letters appearing below the representation of the sun 
and the girl. The defendant has used another trade-mark which, 
in addition to the symbol just described has the feature of the 
representation of a tray or basket filled with grapes held by the 
girl. 

The only apparent likelihood of confusion or mistake in the 
mind of the public by reason of the two trade-marks resides in the 
use of the word “Sun” by defendant upon goods of the same 
descriptive properties as those of the plaintiff. It is obvious that 
the labels of the parties bear no visual resemblance to each other 
and when consideration is given to the evidence denoting a wide- 
spread use of the word “Sun” on food products that do not contain 
raisins, and the registration in the Patent Office of a great number 
of trade-marks by others than the parties herein who use that 
word on a wide range of food products, it is very clear that a 
court of equity should hesitate to decree monopoly upon such em- 
ployment of the word “Sun” as is shown by the record of this case. 
No finding of infringement can be predicated in this suit because 
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the word “Sun” is used. The language of Judge Alschuler writ- 
ing for the Seventh Circuit Court of Appeals in Pabst Brewing Co. 
v. Decatur Brewing Co., 284 Fed. 110 [13 T.-M. Rep. 1], relative 
to the name “Blue Ribbon” is forcefully applicable to the matter 
just mentioned. He said: 


It was shown to have been registered in the Patent Office over sixty 
times, some of the several registrations being whisky, wine, vinegar, flavor- 
ing extract, candy, chewing gum, chocolate, flour, bread, cigars, chewing 
and smoking tobacco, citrus fruits, fresh grapes, fresh deciduous fruits 
and canned fruits. Such registrations at different times and to different 
persons would indicate that the Patent Office did not recognize a large 
measure of inclusiveness in the name. 

See also Patton Paint Co. v. Sunset Paint Co., 290 Fed. 323 
[13 T.-M. Rep. 345], for a discussion as to right of one to ex- 
clusively appropriate the word “Sun” in trade-mark registration. 

It follows then that if complainant is not entitled to an injunc- 
tion to restrain the use by the defendant of its trade-mark ‘“‘Sun- 
Maid” upon non-raisin food products because of absence of fraud, 
deception or resemblance, it must rest its claim to equitable relief 
in this court solely upon the terms and obligations of a contract 
made in California on March 10, 1917, betwen California Asso- 
ciated Raisin Company, a corporation, party of the first part, and 
Griffin and Skelly Company, a corporation; The J. K. Armsby 
Company, a corporation; California Fruit Canner’s Association and 
California Packing Corporation, plaintiff herein, as the other 
parties thereto. 

By this agreement the right of California Associated Raisin 
Company to use its trade-mark “Sun-Maid” in connection with the 
packing and sale of raisins and food products containing raisins 
was recognized and conceded by the other parties to the agreement. 
It was, however, further stated in that contract that said California 
Associated Raisin Company should: 


use the said trade-mark “Sun-Maid” only on packages containing raisins 
or on packages containing food products or confections made wholly or in 
part from raisins, and that said trade-mark when so used by the party 
of the first part shall always be accompanied by the name of the party of 
the first part, or the name “Associated Warehouse Company” as packer; 
provided, however, that nothing herein contained shall be construed to 
limit the right of the party of the first part to sell or assign said trade- 
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mark, or to license other persons, firms or corporations to use the same to 
the extent to which the party of the first part has the right to use the 
same under this agreement as against said The J. K. Armsby Company 
or said California Packing Corporation; and provided further that nothing 
herein contained shall be construed to require said The J. K. Armsby 
Company or California Packing Corporation to relinquish its use of the 
trade-mark “Sun-Kist” in connection with the packing and sale of raisins 
or other food products. 


At the time of this agreement The J. K. Armsby Company and 
its successor, the plaintiff herein, was using the trade-mark “Sun- 
Kist” in connection with the packing and sale of raisins and certain 
other food products and the contract expressly recognized and 
sanctioned a continuance of the right to so use the trade-mark 
“Sun-Kist.” 

It is contended by plaintiff that the defendant herein is bound 
by the agreement of March 10, 1917, to limit its use of the trade- 
mark “Sun-Maid” precisely as the restrictive covenant of Cali- 
fornia Associated Raisin Company in said agreement circumscribed 
its use of such trade-mark. This claim is predicated upon the as- 
sumption that defendant obtained its title to the trade-mark “Sun- 
Maid” from or through California Associated Raisin Company and 
that such company could sell or assign no greater right to sue the 
trade-mark than it possessed under the aforesaid agreement. It is 
strenuously urged by defendant that this contention is unsound be- 
cause it was neither in existence on March 10, 1917, nor a party to 
the agreement of that date and had no knowledge whatever of its 
terms until a few weeks before this suit was commenced. 

I am satisfied from the evidence and find that the defendant 
acquired in good faith and for a valuable consideration from the 
Sun-Maid Raisin Growers, which was the successor of California 
Associated Raisin Company, the “Sun-Maid” trade-mark. I also 
find that the defendant in this suit had no knowledge of the ex- 
istence or terms of the contract of March 10, 1917, or of any claim 
by plaintiff for infringement of its trade-mark until sometime in 
1929. Nevertheless, I feel obliged under the decision of the Ninth 
Circuit Court of Appeals in Tillman § Bendel v. Calif. Packing 
Corp., 68 Fed. (2d) 503 [23 T.-M. Rep. 131], to adopt the ruling 
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of the Court of Customs and Patent Appeals in Calif. Packing 
Corp. v. Sun-Maid Raisin Growers of Calif., 64 Fed. (2d) 870 [23 
T.-M. Rep. 196], to the extent that defendant must be held to have 
assumed the obligations of California Associated Raisin Company 
under the contract of March 10, 1917. See also Waukesha Hygeia 
Mineral Springs v. Hygeia, etc., Water Co., 63 Fed. 438. 

Notwithstanding the binding effect of the March 10, 1917 
contract upon the defendant, the present situation of the litigants 
in this court of equity is substantially different than it was in the 
Court of Customs and Patent Appeals. See Postum Cereal Co. v. 
Calif. Fig Nut Co., 272 U. S. 699 [17 T.-M. Rep. 27]. The de- 
cision of that court merely determined, administratively, that the 
defendant here which was applicant there, could not register its 
trade-mark in the Patent Office in the face of the opposition of 
California Packing Corporation. Here the last named company is 
seeking the aid of equity to restrain and prohibit any use of the 
trade-mark or name “Sun-Maid” by the Sun-Maid Raisin Growers 
of California upon any non-raisin food products. The plaintiff is 
an affirmative suitor and has thus assumed the burden of sustaining 
its right to an injunction under all the facts and circumstances 
shown by the record that was made in this court, and as was said 
by Judge Wilbur in the Elmer Co., Ltd. v. Kemp, as Receiver, 67 
Fed. (2d) 948: 


Moreover, in a Federal Court of Equity we must decide cases in accord- 
ance with our view of the general principles of equity jurisprudence. 


It is an established equitable principle that where one with 
actual or constructive knowledge of the facts induces another by 
his conduct to believe that he acquiesces in or ratifies a transaction, 
or that he will offer no opposition thereto, and that other, in re- 
liance on such belief, alters his position, such person is estopped 
from repudiating the transaction to the other’s prejudice, and this 
is so regardless of the particular intent of the party whose acqui- 
escence induces action. See 21 C. J., p. 1216 and cases cited. 

It should also be noted that the record made in this court is also 
quite different from that disclosed by the transcript of the proceed- 
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ings in the Court of Customs and Patent Appeals. Evidence 
through the corporate minutes of the California Associated Raisin 
Co., relating to “Sun-Maid” trade-mark and the contract of March 
10, 1917, as well as testimony that was not introduced in the 
Court of Patent Appeals, presents an issue under the special de- 
fense of equitable estoppel that, even if germane to the adminis- 
trative enquiry by the Patent Appeals Court, was not considered 
by it and formed no basis of the reasons that led that tribunal to 
the conclusion that registration of defendant’s trade-mark in the 
Patent Office should be denied. 

It has hereinbefore been stated that the March 10, 1917, con- 
tract was unknown to defendant until 1929. The official who has 
had custody of the records and contracts of the defendant associa- 
tion since 1924, testified that no copy of the contract was in his 
possession or in the corporation files at any time during his connec- 
tion with the defendant. The plaintiff, on the other hand, has had 
the contract in its possession since its execution in 1917, and has 
been at all times familiar with its terms. The California Asso- 
ciated Raisin Company without opposition registered the trade- 
mark ‘‘Sun-Maid” on April 30, 1918, for dried fruits and again on 
May 14, 1918, for raisins and dried fruits. There was also issued 
January 8, 1925, in the name of the defendant in this suit without 
any opposition by plaintiff corporation another certificate of regis- 
tration of the “Sun-Maid” trade-mark upon a variety of food prod- 
ucts that do not contain raisins in any form. 

The complainant had at least constructive notice of these trade- 
mark claims and registrations by defendant and it was also proven 
that the plaintiff corporation had maintained as early as 1927, a 
trade-mark department in its organization that consisted of 
specialists in trade-mark matters. It is a fair inference that this 
staff was cognizant of all trade activities and trade-marks that 
might affect the business of complainant company, and that it 
knew of the claims that defendant was asserting to the “Sun-Maid”’ 
trade-mark on non-raisin food products. Moreover, the defendant 
in September, 1926, published in a trade journal that circulated 
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through the dried fruit packers and jobbers, prominent advertise- 
ments offering prunes for sale in cartons that carried the “Sun- 
Maid” trade-mark and in these same issues the trade journals 
carried advertising matter of California Packing Corporation. It 
is unlikely that plaintiff was not apprised of these activities, but if 
actual knowledge of such conduct by the defendant is necessary to 
be shown, it unmistakably appears in the fact that several pool 
shipments of non-raisin food products of defendant, bearing the 
“Sun-Maid” trade-mark, were marketed in October and November, 
1926, in cars that contained similar food products of complainant, 
both shipments having been placed in the railroad cars at the same 
shipping points and with joint consent of the shippers. In the 
face of these facts and of the others of similar import that are 
shown by the record, the complainant permitted the defendant 
without any objection or remonstrance to build up a substantial 
market for its food products bearing the trade-mark “Sun-Maid” ; 
to expend its money for advertising and promoting sales of its non- 
raisin goods under the “Sun-Maid’’ trade-mark, and during the 
entire time until 1929, remained inactive and indifferent until de- 
fendant has been so led to alter its position and change its business 
methods and is confronted for the first time with a demand by com- 
plainant that a court of equity by injunction restrain and prohibit 
further use of defendant’s trade-mark “Sun-Maid” upon its non- 
raisin food products to the serious prejudice of the defendant. 

In my opinion, this demand is devoid of equity and complainant 
by its laches and acquiescence is estopped from making it. The 
following statement in Farton v. Faron, 26 Mich. 159, that is 
quoted with approval by the United States Supreme Court in Dick- 
erson, v. Colgrove, 100 U. S. 581, is pertinent to the conduct of the 
parties to this suit and precludes the issuance of an injunction: 

“There is no rule more necessary to enforce good faith than that which 
compels a person to abstain from asserting claims which he has induced 
others to suppose he would not rely on. The rule does not rest on the 
assumption that he has obtained any personal gain or advantage, but on 
the fact that he has induced others to act in such a manner that they will 


be seriously prejudiced if he is allowed to fail in carrying out what he 
has encouraged them to expect.” 











890 TWENTY-FOUR TRADE-MARK REPORTER 


And the Supreme Court itself in the Dickerson case, supra, used 
this language: 


The estoppel here relied upon is known as an equitable estoppel, or 
estoppel in pais. The law upon the subject is well settled. The vital 
principle is that he who by his language or conduct leads another to do 
what he would not otherwise have done, shall not subject such person to 
loss or injury by disappointing the expectations upon which he acted. 


Such a change of position is sternly forbidden. 

It follows from the foregoing that my conclusion is that com- 
plainant is not entitled to the injunction to restrain the use by de- 
fendant of its trade-mark “Sun-Maid” upon its non-raisin food 
products, and it is ordered that Findings of Fact, Conclusions of 
Law and a Decree for defendant with costs in accordance with the 
views expressed in this Memorandum and pursuant to Equity Rule 
701% be ordered. Solicitors for defendant will prepare, serve and 
present the same under the Rules of this Court. Solicitors for com- 
plainant may submit counter Findings of Fact and Conclusions of 


Law within five days after service upon them of defendant’s pro- 
posed Findings and Conclusions. 


Krart-PHEenix CHEESE CorPORATION v. GOLDFARB ET AL. 
(7 F. Supp. 199) 


United States District Court, Southern District of California 
May 23,1934 


Unram Competirion—Use or Deceptive Names anp Lapers—Test. 
Where names or labels adopted by defendants show similarity to 
those of the complainant and in such a degree as makes it appear likely 


that purchasers may be deceived, no proof is required that some persons 
have actually been deceived thereby. 


Unram CompeTiTion—“WonpveR WuipP” anv “Mriracte Wuip” ror SaLaps— 
ConFLICTING Marks. 


The name “Wonder Whip,” held to be deceptively similar to the 
words “Miracle Whip,” both marks being used on salads, and an 
injunction was granted. 


In equity. Action for unfair competition. On application for 


preliminary injunction. Application granted in accordance with 
the opinion. 
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Cyril A. Soans, of Chicago, Ill., Gibson, Dunn § Crutcher, of 
Los Angeles, Calif., and Nicholson, Snyder, Chadwell § 
Fagerbury and Fisher, Clapp, Soans § Pond, all of Chicago, 
Ill., for plaintiff. 

Robert I. Kronick, of Los Angeles, Calif., for defendants. 


James, D. J.: Plaintiff asks that a preliminary injunction issue 
to restrain defendants from using as a brand label on their product 
the words “Wonder Whip.” Plaintiff at about the first of the year 
1933 adopted the name “Miracle Whip” for its manufactured salad 
preparation. It attained prominence in the market and met with 
large sales. These sales resulted from an extensive and costly ad- 
vertising campaign, carried on by radio and through newspapers 
and periodicals. In September of the same year the defendants 
put out their similar product under the name “Wonder Whip,” in 
direct competition with plaintiff's merchandise. Defendants had 
not before used the word “whip” in describing the material. They 
had used the word “wonder” before plaintiff originated its word 
combination name “Miracle Whip,’ It would seem very clear that 
defendants sought to imitate the name adopted by plaintiff, and 
they undoubtedly intended to reap some of the benefit of the ex- 
tensive advertising which plaintiff had caused to be made. Un- 
doubtedly the use of the word “wonder” alone was open to defend- 
ants. But the combination of it with “whip” created a close imita- 
tion of plaintiff’s trade-mark, one that was likely to deceive cus- 
tomers who might wish to purchase plaintiff’s product, and who had 
heard it advertised over the radio, or seen it pictured in public 
journals. The practice of defendants properly may be designated 
as pirating on the business of plaintiff. 

It has been held that where names or labels adopted by a de- 
fendant show in themselves similarity to those of a complainant, 
and in such a degree as makes it appear likely that purchasers may 
be deceived, proof is not required that some persons have actually 
been deceived thereby. Especially is this so when all of the facts 
and circumstances indicate that it was the intention of the defend- 
ant to copy as nearly as he might, without actually duplicating, the 
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trade-mark of the complainant. The facts shown on this appli- 
cation bring this case within the rule referred to. 

Defendants insist that, as they have made answer under oath 
to the bill of complaint, no preliminary injunction may issue. But 
the facts in general are not disputed. It is not denied that plaintiff 
adopted and made use of its label as stated, nor that defendants 
used lables bearing the words “Wonder Whip” as described. If 
defendants had denied under oath that they had ever used the 
latter label, then a different condition of issues would be presented. 
As the matter rests, they admit the use of the label and claim the 
right to so use it. Such use was at least a colorable imitation, and 
one that was calculated to damage plaintiff in the marketing of its 
product. 

Plaintiff's counsel stated at the oral argument that he would 
not rely upon a claim of strict infringement of a copyrighted trade- 
mark, but as diversity of citizenship existed with the proper juris- 
dictional amount involved, it would rest upon the claim of unfair 
business competition. It has the right to do that, as the complaint 
in its statement of facts shows sufficient grounds. 


Plaintiff is entitled to an injunction pendente lite to restrain 


defendants from using in connection with their food product the 
word “whip.” No restraint will be imposed upon defendants as 
to the use of the word “wonder,” used either alone or in conjunction 
with any other words chosen by them. 

Plaintiff will be required to furnish bond on the injunction in 
the sum of $5,000, which amount is now fixed subject to being in- 
creased or diminished upon proper application. 
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Tue Coca-Co1ra Company v. Witiiam W. Fevutner, trading as 
Patace Drvua Store 


United States District Court, Southern District of Texas 
July 30, 1934 


Unram Competirion—Svurrs—Contempr or Court—J uRIspIcTION. 

A civil contempt proceeding is a continuation of the original suit 
and the jurisdiction invoked to make the decree effective is as broad 
and comprehensive as that which sustains the decree itself. 

Unram Competirion—Crivit Contempr PRoceepinos. 

Although in civil contempt proceedings proof of the contempt need 
not be beyond a reasonable time, nevertheless a bare preponderance of 
evidence will not suffice. 

Unram Competition—‘Coca-Cota” Syrup—Ditution Lawrut 1 Open. 

A retailer of “Coca-Cola” Syrup may dilute it as he pleases so long 
as it is sold as a diluted product. He may not, however, secretly dilute 
it and sell it as undiluted. 

Unram Competirion—Diwution or “Coca-Cota” Syrup—VI0LATION OF 
DeEcRrEE. 

Where defendant sold as genuine “Coca-Cola” not the original 
product, but a diluted beverage, and was enjoined by the court there- 
from, but continued to make sales thereof, he was found guilty of vio- 
lating the decree, and an order was issued imposing a remedial fine for 
the benefit of plaintiff. 


In equity. Action to restrain defendant from selling diluted 


“Coca-Cola” syrup for the genuine. Defendant called in civil con- 
tempt proceedings for violating injunction. Decree for plaintiff. 


Harold Hirsch and Marion Smith, Frank Troutman, all of 
Atlanta, Ga., and Baker, Botts, Andrews and Wharton, 
and Dillon Anderson, all of Houston, Texas, for plaintiff. 

Kenneth Aynesworth, of Houston, Texas, for defendant. 


J. C. Hutcueson, Jr., J.: This is a civil contempt proceeding 
in furtherance of the objects of the original suit to prevent defend- 
ant from wrongfully selling spurious, that is, diluted “Coca-Cola” 
for the genuine, the undiluted, article. The law of the case is well 
settled. Without doubt, a retailer of “Coca-Cola” syrup may, in 
offering it for sale, dilute it as he pleases so long as it is sold as a 
diluted product. He may not, however, secretly dilute it and sell it 
as undiluted. Coca-Cola Co. v. Brown and Allen, 274 Fed. 481 
[13 T.-M. Rep. 198]; Coca-Cola Co. v. Brown, 60 Fed. (2d) 319 
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[23 T.-M. Rep. 336]; Hydraulic Press Brick Co. v. Stevens, 15 
Fed. (2d) 312; Lysol v. Montgomery, 23 Fed. (2d) 682 [17 T.-M. 
Rep. 474]; Northam Warren Corporation v. Universal Cosmetic 
Co., 18 Fed. (2d) 774 [17 T.-M. Rep. 203]. 

A civil contempt proceeding is in effect a continuation of the 
original suit. The jurisdiction invoked and asserted to make the 
decree effective is as broad and comprehensive as that which sus- 
tains the decree itself. Leman v. Krentler-Arnold Co., 284 U. S. 
449. It is for the benefit of the complainant, the punishment 
meted out in it is remedial. Gompers v. Bucks Stove & Range Co., 
221 U. S. 431. A proceeding for criminal contempt, on the other 
hand, is to vindicate the authority of the Court and the sentence is 
punitive. Gompers v. Bucks Stove & Range Co., supra. In pro- 
ceedings for criminal contempt, the defendant is presumed to be 
innocent and must be found guilty, and no contempt order will 
issue unless the defendant is proven guilty beyond a reasonable 
doubt. Jd. In those for civil contempt, there is no presumption, 
and proof of the contempt need not be beyond a reasonable doubt, 
Oriel v. Russell, 278 U.S. 358. While this is so, a bare preponder- 
ance of the evidence will not suffice to hold one even in civil con- 
tempt. Proof of violation must be clear and convincing. Oriel v. 
Russell, supra; City of Campbell, Mo. v. Arkansas-Missouri Power 
Co., 65 Fed. (2d) 425. When it is, because the proceeding is 
remedial in its nature, the court should not withhold but should 
issue an order designed and effected to fully remedy the situation 


complained of. Leman v. Krentler-Arnold Co., supra. 


The proper relief here, if a case has been made out, since there 
is proof neither of defendant’s profits nor of plaintiff's damages 
outside of the expenses of the suit, would be a fine in the amount 
of plaintiff's out-of-pocket expenses about this suit. Krentler- 
Arnold v. Leman, supra; Cheatham Electric Switching Device Co. 
v. Transmit Development Co., 261 Fed. 792; Kreplik v. Couch 
Patents Co., 190 Fed. 565. What difficulties attend the disposition 
of this case arise out of the fact contentions which are inherent in 
the testimony itself. 
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Plaintiff insists that the record makes out a clear case of viola- 
tion; defendant, that viewing the evidence in the light most favor- 
able to plaintiff, there is at best a bare preponderance. This is the 
record. 

On September 17, 1929, plaintiff, suing for an injunction and 
damages, filed its petition alleging in substance that the defendant, 
in response to orders for “Coca-Cola,” was selling as “Coca-Cola” 
not the genuine, but a diluted and therefore ungenuine, product. 
The matter was set down for hearing on November 11, 1929, plain- 
tiff to have thirty days for its affidavit proof, defendant fifty days 
for reply. Within the time limited, plaintiff filed affidavits showing 
that at various times it had procured samples of the product de- 
fendant was selling as “Coca-Cola,” that it had caused these prod- 
ucts to be analyzed, and that in the opinion of the affiants, the 
product was not “Coca-Cola.’”* Defendant filed no controverting 
affidavits. On November 18, a temporary injunction was issued, 
restraining defendant from: 


(a) Infringing upon the trade rights of plaintiff and from substituting 
a spurious syrup for the syrup of the plaintiff. 

(b) Selling and delivering in response to calls for “Coca-Cola” any 
beverage other than that made from “Coca-Cola” syrup manufac- 
tured by plaintiff. 

(c) Marketing any product of the same identical or similar color so 
long used by plaintiff in its product, other than “Coca-Cola” 
manufactured by plaintiff. 


1These analyses expressing the phosphoric content in terms both of 
phosphoric acid and phosphorus pentoxide are as follows: 


Barnett’s Analyses 
Date Phosphoric Acid Phosphorus Pentoxide Caffein 
6-27-28 148 107 055 
143 104 .050 


152 -110 047 
11-30-28 190 138 065 


Chason’s Analyses 


11-14-28 186 135 072 
185 134 


Caspari’s Analyses 
Aug. 1929 189 137 

192 139 

195 141 













TWENTY-FOUR TRADE-MARK REPORTER 


rawing from the fountain or other container for the purpose of 
mixture and sale as “Coca-Cola” any syrup other than the un- 


dulterated and unaltered syrup made by plaintiff and known as 
“Coca-Cola.” 


On March 23, 1931, defendant Feulner consenting, the tem- 
porary injunction was made permanent. 

On May 15, 1984, plaintiff, alleging that the terms of the in- 
junction had been and were being violated by defendant, moved in 
the cause for a contempt order. Defendant appeared to the rule, 
and there was a full hearing. Plaintiff offered proof which, it be- 
lieved, showed that what had been purchased as “Coca-Cola” from 
Feulner’s drug store in April of this year was not “Coca-Cola” as 
manufactured and distributed by it for sale, but a diluted product 
substantially different in color and content. The proof consisted 
of analyses of liquids purchased at the Feulner fountain in January 
and March, 1934,’ proof in camera (DuPont v. Masland, 244 U. S. 
103; Herold v. Herold, 257 Fed. 911; Taylor Iron §& Steel Co. v. 
Nichols, 24 L. R. A. (New Series) 941; Wigmore, 26 JIll. Review, 
564), of the phosphoric acid and caffein content of “Coca-Cola” as 
plaintiff manufactured it and put it out for vending, and the 
opinions of expert chemists and persons dealing with and acquainted 
with the constituents of “Coca-Cola” that the liquids analyzed were 
not “Coca-Cola,” but dilutions of it. Plaintiff proved further the 
small purchases from “Coca-Cola” distributors defendant had made 
in the period in question, and argued from that, that he must be 
diluting his product to make it go so far. 

Defendant countered by proving that for some time he had been 
buying his “Coca-Cola” from the Auditiorium Drug Store, a retail 
druggist, in small quantities of a gallon or two at a time. He ex- 
plained that he did this because he could buy it in these small 


2These analyses were expressed only in terms of phosphoric acid, con- 
verted by the agreed formula multiplying by .7244. What Chason found is: 


Phosphoric Acid Phosphorus Pentoxide Caff ein 
224 .162 .079 
.222 161 .080 
.219 159 .080 
214 155 .072 
215 156 .072 


210 152 073 
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quantities from the druggist who had bought in large quantities, at 
a price less than he would have had to pay the distributor for small 
quantity purchases and that he was not financially able to buy in 
large quantities to get the cheaper price. He also swore positively 
and put on persons in, and who had been in, his employ to swear 
that they had not made nor noticed the making of any changes or 
adulterations. In addition, they offered proof of analyses made by 
chemists of samples of “Coca-Cola” they had taken from various 
places, one from a gallon of syrup purchased by defendant from 
the local distributor and taken to the chemist for analysis; the 
other, samples taken from drinks purchased from several fountains, 
including Feulner’s. These analyses, as testified to by Coguenheim, 
the chemist who made them, unlike those testified to by Chason, 
were stated in terms of P,O, Phosphorus Pentoxide. As so stated, 
they were: 


P20s Caffein 
.223 .092 
212 .080 
221 105 
.230 .088 
231 .078 


Converted to H,PO, Phosphoric Acid by the use of the agreed 
formula multiplying by 1.38, they would be: 


308 

293 

305 

317 

319 
It is interesting to note that Mr. Coguenheim, not knowing that 
plaintiff's chemist had expressed the phosphoric acid contents in 
terms of H,PO, testified, at considerable length, to the remarkable 
similarity of his results and those of plaintiff’s chemist in finding 
almost the same amount of acid in his samples as plaintiff had 
found in the ones they took from defendant. When his attention 
was called to the fact that instead of there being a similarity, there 
was a great discrepancy because of the different form of expression 
of the phosphoric acid content, and that in fact he had found in 








398 TWENTY-FOUR TRADE-MARK REPORTER 






the samples of “Coca-Cola” he analyzed considerably more phos- 
phoric acid than the in camera testimony showed was ever originally 
placed in it, he made no explanation. In their brief, defendant's 
counsel did undertake, by submitting a tabulation of the contents 
expressed by weight and by volume, but not supported by any evi- 
dence, to try to explain some of this discrepancy away. In view of 
the fact that there is no testimony to which this attempted explana- 
tion can relate, or by which it can be tested, and that no request 
has been made to reopen the case for the purpose of making this 
explanation, it must be disregarded, and the case decided on the 
evidence as it stands. 

Coguenheim, in addition to testifying to the analyses, swore 
that it was impossible to analyse with absolute exactness and that 
exact results could not be obtained except within tolerance limits. 
He testified that analyses of phosphoric acid varying from each 
other not more than 5 percent within permissible limits, that a vari- 
ance no greater than that would indicate that the product tested 
was running the same. Plaintiff's chemists testified as to the in- 
gredients of phosphoric acid and caffein in “Coca-Cola,” that they 
could and did run their tests and that they did manufacture and 
sell “Coca-Cola,” within variance limits of 1 percent. Upon this 
testimony, the case was at first submitted. Plaintiff stood on it, 
asserting that the variances found by Plaintiff’s witnesses from the 
ideal or assumed content of “Coca-Cola” were such as, after allow- 
ing for all permissible variations in analyses due to the human 
equation, to show that there must have been a dilution, and also to 
negative the possibility that it had been accidental or unintentional. 
Defendant asserted that there having been no direct testimony as to 
dilution, the circumstantial evidence furnished by the chemical 
analyses are not sufficient in the light of the testimony of his 
chemist as to tolerance permitted in such analyses to make a 
case of violation of the contempt order in the face of defendant's 
positive testimony that he had neither made nor authorized any 


dilution. Whereupon the case was submitted, briefs to be filed 
within time fixed. 





ea eae 
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Shortly thereafter, and before briefs were prepared, on plain- 
tiff’s motion to repoen the case to offer newly discovered testimony 
of ex-employees of Feulner that they had under his orders cut the 
“Coca-Cola” syrup with plain syrup, there was a further hearing. 
This consisted of oral testimony of ex-employees who had dis- 
pensed soda for Feulner that they had cut the syrup on his orders 
and that this had been a common practice. Some of these ex- 
employees testified without contradiction that Feulner had talked 
with them in the early morning hours after their names had been 
disclosed in the motion to hear additional testimony, and had told 
them if they were going to testify that they had cut the syrup, 
they should not say it was done under his orders. McCabe, an ex- 
employee of Feulner, put on by him in rebuttal, testified that he 
had told these witnesses of plaintiff that they ought not to go over 
there and tell anything on Feulner because the practice of cutting 
“Coca-Cola” syrup was common, was done in all the stores, and 
did not amount to anything anyway. In addition to this testimony, 
there was testimony of one of the defendant’s witnesses that plain- 
tiff’s witness Salter, a former employee of Feulner, and a kind of 
special officer, had told him that there would be a hundred dollars 
a piece in it for any of the ex-employees of defendant who would 
testify what the Coca-Cola Company wanted. There was also as 
to Salter, testimony that he had been discharged because of some 
shortage in the cash. Salter denied all of these charges, denied 
that he had any special interest in the case, denied that he had 
been discharged, and maintained that he had quit Feulner’s employ 
because he was unwilling to take the responsibility for cash lost 
through no fault of his. The defendant himself did not take the 
stand to deny any of this new testimony. He contented himself 
with offering evidence tending to show that the employees testify- 
ing against him had either been discharged by him or had left his 
employ in a state of bad feeling toward him. I think it certain 
that there is a clear preponderance of the evidence in favor of 
plaintiff’s claim that the injunction of this Court has been violated 


and that adulteration has been going on, not to as gross an extent 
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as was the case when the injunction was granted, but to an extent 
sufficient to bring the defendant within the condemnation of the law. 
It may be that if this were a criminal contempt, the defendant's 
denials, the animus of the witnesses who testified to making 
adulterations at his orders, and the claimed fallibility of the 
chemical tests would, in connection with the presumption of inno- 
cence, raise a reasonable doubt as to his guilt. But this is not a 
criminal contempt. Here there is no presumption of innocence 
raised. Here proof need not be beyond a reasonable doubt. It is 
enough if it reasonably appears that the defendant has been in- 
dulging in the practices he was enjoined from engaging in. The 
positive testmony of each of four ex-employees that he has is op- 
posed only by a general sworn denial of defendant that he has 
never cut or authorized the cutting, entered not after, but before 
they had testified and the negative testimony of three witnesses of 
defendant that they had never cut or been requested by Feulner to 
cut the syrup. There is the positive testimony of plaintiff’s chem- 
ists as to their analyses of the samples taken from the defendant's 
place, their positive opinion that these samples had been adulter- 
ated, and their equally positive testimony that the variances they 
found from the product as manufactured and put out were bound 
to have been the result of deliberate dilution because far beyond 
any permissible limits. There is the positive testimony too of 
other witnesses for the plaintiff as to the case taken by plaintiff 
company in mixing the ingredients for and preparing the syrup and 
as to the numberless minute tests and precautions made to bring 
and keep the product within the closest limits of variance. Opposed 
to this mass of positive testimony was only the negative testimony 
of defendant’s chemist, experienced, indeed, generally in making 
chemical tests but without experience in testing “Coca-Cola.” This 
testimony consisted of the results of tests he made of samples of 
“Coca-Cola” selected from Feulner’s and other fountains and from 
a carton of syrup obtained from a local distributor, and his 
opinion that the phosphoric and caffein content was substantially 
the same as that found by plaintiff's chemists in the Feulner 
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samples complained of. Aside from the obvious weakness of these 
tests he made, called attention to by plaintiff's objections to them 
that they were valueless without proof that the “Coca-Cola” from 
which the samples were taken had in itself been tampered with. 
these tests and the evidence in regard to them exhibit other and 
more fatal defects. The first and most fatal of these is that the 
similarity between the phosphoric content of Coguenheim’s samples 
and those of Chason’s, which Coguenheim’s were offered to prove, 
entirely disappears when the fact is faced that plaintiff's results 
were stated in terms of phosphoric acid H,PO,; defendant’s of 
phosphorus pentoxide, the anhydride of phosphoric acid, of which 
the formula is P,O,;. This recognized there appears instead of a 
variance of from .001 to .021, a variance of from .060 to .109. 
But this is not all. In the caffein content itself, all of Coguen- 
heim’s results but one showed a richer content than Chason’s, and 
one of them showed a variance of more than .25. Too, one of the 
fountain samples testified to by Coguenheim showed more caffein 
content than plaintiff claims ever to put in the product as manu- 
factured and put out for sale. But it is not these things alone 
which tend t6 discredit and weaken the effect of defendant’s expert 
testimony. It is, I think, most weakened by Coguenheim’s gen- 
eralization that chemical tests for the presence of ingredients in as 
small quantities as those which make up the drink, “Coca-Cola,” 
cannot be made closer than within .05 and it is conclusive that his 
own evidence bears out this generalization. In the first place, it 
seems more likely that plaintiff's chemists, experienced in handling 
and testing “Coca-Cola” as they are, would be more reliable guides 
when they swear that they not only can but do makes their tests 
within a range of variance of .01, than defendant’s chemist is 
when he swears it cannot be done closer than within .05. But 
leaving opinion aside and looking at the tests themselves, they 
show that both plaintiff's and defendant’s chemists could and did 
make tests showing variances within a range greatly less than .05, 
in fact, within one less than .01. 
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I think the whole case may be summed up as one in which 
plaintiff's proof, direct and circumstantial, clearly and convincingly 
establishes the violation of the decree. Plaintiff is entitled to and 
should have an order, imposing a remedial fine for its benefit of 
$466.17, the reasonable amount of the out-of-pocket expenses to 
which it has been put. Order may be taken accordingly. 


Frep C. Bracken, doing business as SuNBRITE Propucts MANnvu- 
FACTURING Company v. Swirt & Company 


Illinois Circuit Court, Cook County 
July 30, 1934 


Trave-Marxs—StaTe RecistraTIoN—Law or I.irnois—Errecr. 

A certificate of registration granted by the Secretary of the State 
of Illinois does not change the common law on the subject, but is 
merely evidence of registration under the state laws. There is no pro- 
vision making it proof of superior title or right, but it is simply de- 
claratory of the right that existed before the enactment of the statute. 
The plaintiff, therefore, could not, on the ground of a registration of the 
word “Sunbrite” under the laws of Illinois, prevent defendant from the 
use of the words “Sunbrite Cleanser,” especially since there was no 
competition between the respective products. 


In equity. Action for alleged infringement of a trade-mark 
registered under the laws of the State of Illinois. Bill dismissed. 


William J. Mannion (of Mannion, Mannion & Mannion), of 
Chicago, IIll., for complainant. 

Edward S. Rogers, W. T. Woodson and J. H. Rogers, all of 
Chicago, IIl., for defendant. 


Statement of Facts 


Harry M. Fisuer, J.: Plaintiff had registered under the 
trade-mark laws of the State of Illinois the word “Sunbrite” as a 
trade-mark, on the basis of which registration he brought suit for 


[Note.—In view of the misleading propaganda that is being broadcast 
from time to time regarding the effect of state registration, it is deemed 
advisable to publish this case in the abbreviated form in which it appears 
above, stress being laid upon the statement of defendant’s counsel. which 
was apparently accepted by the court as the basis of its decision.—Eb.] 
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infringement against defendant for the use of the words “Sunbrite 
Cleanser” on a cleaning preparation. Defendant had been using 
the word “Sunbrite” for a considerable period, having expended 
approximately $4,000,000, in advertising same. 


After some preliminary interrogation by the Court, the follow- 
ing statements were made by the Court and opposing counsel: 

Counsel for Defendant: In 276 Fed. 1010 [11 T.-M. Rep. 
13], Coca-Cola Co. v. Stevenson et al., a very similar case to this, 
a man without any authority adopted and registered in the state of 
Illinois the words “Coca-Cola.”” The Coca-Cola Company tried to 
get a registration of their own mark in the office of the Secretary 
of State and he refused it on the ground that it was already regis- 
tered. So the Coca-Cola Company filed a bill in the Southern Dis- 
trict of Illinois against the Secretary of State for a mandatory in- 
junction to compel him to cancel that registration and accept ours, 
and this is what Judge Fitzhenry said: 


There is nothing in the Illinois statute requiring registration prelimi- 
nary to a suit, or the making of the certificate anything more than evi- 
dence of adoption, nor does it provide that registration shall confer any 
exclusive right, nor is any means provided for the settling of contested 
priority claims in the office of the Secretary of State between two appli- 
cants. Where a similar statute of New York was under consideration, 
the Court of Appeals said: 


“It may be observed, however, that the Legislature by this statute has 
not attempted to confer trade-mark rights, but merely to more effectively 
regulate existing common-law trade-marks and to afford an additional 
speedy remedy for the violation thereof, and to prevent fraud and im- 
position on the public, which are matters within the police power of the 
state.” Prest-O-Lite Co. v. Ray, 162 App. Div. 62, 147 N. Y. Supp. 138 
[7 T.-M. Rep. 381]. 


Only the owner of a trade-mark has the right to register it. Defendant 
Fletcher must now be held to have known that the plaintiff here and its 
predecessors owned the trade-mark “Coca-Cola” by adoption and use since 
1886, and this ownership and the rights of the plaintiff to it have been 
adjudicated so frequently in the federal and state courts that it has be- 
come a matter of such common knowledge as to make the citation of 
authorities entirely unnecessary. 

In the light of this situation, it is not difficult for the court to conclude 
as to which of the contending parties judicial protection should be granted. 
Carroll & Son v. McIlvaine §& Baldwin (C. C.), 171 Fed. 125. 

Where it was contended that registration created rights, the Supreme 
Court of the United States said: 
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“This exclusive right was not created by the act of Congress, and 
does not now depend upon it for its enforcement. The whole system of 
trade-mark property and the civil remedies for its protection existed long 
anterior to that act, and have remained in full force since its passage.” 
Trade-Mark Cases, 100 U. S. 82, 25 L. Ed. 550. 

Registration cannot confer a title to a trade-mark, if some other indi- 
vidual has acquired a prior right by adoption and use; nor can it vest a 


title in the registrant as against another’s common-law title. Carroll & 
Son v. McIlvaine & Baldwin, supra. 


The general rule adopted by the courts on this subject is that the 
state statutes providing for registration of trade-marks are in affirmance 
of the common law; that the remedies given by such statutes are 
either declaratory or are cumulative and additional to those recognized 
and applied by the common law. Trade-Mark Cases, 100 U. S. 82, 25 
L. Ed. 550. The registering of defendant Fletcher’s trade-marks with the 
Secretary of State has no effect in giving them the quality of trade-marks 
if not already such. Oakes v. St. Lowis Candy Co., 146 Mo. 391, 48 S. W. 


467. 

Now the Supreme Court of the United States, even under the 
Federal statute, has held, as Justice Hughes said last winter in the 
Rogers Silverware case, that registration is not a refuge for piracy. 

The Court: Frankly, this seems to me a very simple proposi- 
tion. I just looked through the statute while you were making 
your record here because I could see your theory from the reading 
of the pleadings, and I thought there was, perhaps, something in 
the statute that changed the common law on the subject, but I find 
nothing there that does change it. What is new is that part of it 
which provides a penalty for violation, and if I read the statute 
correctly, it might apply to you rather than to the defendant in 
the light of the record here. 

Then there is a provision that the registration certificate of the 
Secretary of State should be admitted in evidence and should be 
proof of the fact that you registered the trade-mark. There is no 
provision that it should be proof of any title in or right to it 
superior to others who might claim such title or right. 

Then there is a provision for injunction which I assume is 
simply declaratory of the right that existed before the enactment 
of the statute, because I take it courts of chancery always exercised 
the power to enjoin an infringement of this kind. 

So it seems to me clear that in order to determine your right 
to the use of the trade-mark we have to look to something other 
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than the statute itself. Certainly, in the absence of this statute the 
question would be one of priority, and not only of priority between 
yourself and the particular defendant, but priority of use by you 
as against anybody else; and your own witness testified that he 
copied it from somebody else. 

Counsel for Plaintiff: Just the word. 

The Court: That is all that was taken, just the word. De- 
fendant does not call its article “Sunbrite Products,” just “Sunbrite 
Cleanser.” It is just the one word “Sunbrite” which your client 
took from somebody else who was using it at the time. 

Now, unless you have some authorities that directly support the 
point you make, my opinion would be that you haven't a case. 

There is still another reason why a court of equity would not 
come to your aid, and that aside from the question of priority, you 
were not damaged. If, as a matter of fact, you have some rights 
to the particular label or trade-mark, it is very likely that the de- 
fendant did you a great deal of good by spending some four million 
dollars advertising it, since it did not compete with you on any 
of the commodities that you were selling or advertising, and your 
proof thus far does not show the slightest damage suffered by you. 

Counsel for Plaintiff: May I say this, your Honor. This bill 
was filed for two purposes. My theory may possibly be wrong, as 
the Court says, and as Mr. Rogers says. I felt at first blush that 
this statute was for the purpose of protecting the vigilant—those 
who had a name or had a trade-mark had the right to protect it by 
registering it with the Secretary of the State of Illinois and by so 
doing it would prevent anyone from using the same or similar trade- 
mark, regardless of priority of use. 

The Court: The statute itself does not contemplate it. 

Counsel for Plaintiff: I appreciate it does not say that. 

The Court: Not only does it not say that, but it uses language 
that refutes the theory that the statute was intended to protect the 
vigilant, because it puts the burden upon the applicant for regis- 
tration to show that he is entitled to the use of the particular trade- 
mark in order to register it. 
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Counsel for Plaintiff: There is another thing. I took it up 
with Mr. Rogers and we talked about it. I said it was the conten- 
tion, and Mr. Bracken contends under this registered trade-mark, 
that he would have a right tomorrow to manufacture a cleanser, 
whether it be an automobile cleanser or otherwise; and I said, 
“Suppose he would do it, what would Swift & Company do about 
it?’ and Mr. Rogers gently told me that they would immediately 
go into court and enjoin him from the use of it on the ground of 
priority of use. There is property right in that which we contend 
he has a right to use and to exercise and if he could not use it or 
exercise it, he would be damaged. Now if he has no right to do it, 
this is the thing I want to find out. I would suggest that you put 
this matter over just a few days and I will come in at that time, 
and let Mr. Rogers and Mr. Woodson and your Honor know 
whether or not I can find any law to support that contention of 
mine, and if not, I know what the Court intends to do, and 
whether or not we intend to appeal from the finding of this Court. 

Counsel for Defendant: Of course, the question of vigilance is 
always up in any equity case. This mark was registered by the 
complainant in 1922. They saw some of our goods marked “Sun- 
brite” almost immediately afterwards but they did not complain 
until 1931. There is such a thing as laches and it seems to me this 
is a proper case for the application of it, even if they had a right. 

The Court: I have some serious doubt whether by the use of 
a general word of that kind (‘“‘products’’) you protect yourself in 
the manufacture of any commodity that you see fit to turn to at any 
time. If you do, then you have succeeded by the mere registration 
of these words to inhibit the whole world, as it were, from ever 


using the word “Sunbrite” in connection with anything. I don’t 
think that is the law. 





JAMES V. DR. P. PHILLIPS CO., INC. 


James v. Dr. P. Puivuips Co., Inc. 
(155 So. 661) 


Supreme Court of Florida 
June 14, 1984 


Unram Competirion—SurnamMe—Ricnt To Use as Trape-Marx. 

Every man, generally speaking, has the right to use his own name in 
his own business, but personal names must be used truthfully and in 
good faith, or their use will be enjoined. 

Unram Competirrion—Personat Names—Property Ricut IN—SHIPPING 
Decayep Frurr Unper ANnorHer’s NAME. 

On general principles, a person engaged in the fruit brokerage busi- 

ness has such a property right in his name as to sustain an action 
against a competitor who ships decayed fruit in the name of such per- 
son, but without his authority, in such a way as to lead the trade to 
believe that the plaintiff was guilty of shipping such fruit. 

Unrairn Competrrion—Svrirs—A MENDMENTS. 

An amendment does not in general make a new cause of action 
where the real parties and interests and the essential elements of the 
controversy remain the same. 

In equity. Action for unfair competition. Judgment for de- 


fendant and plaintiff brings error. Reversed and remanded. 


E. W. & R. C. Davis, of Orlando, Fla., for plaintiff in error. 
Akerman & Gray, of Orlando, Fla., for defendant in error. 


Brown, J.: The amended declaration in this case, prior to the 
amendment of February 1, 1932, did not wholly fail to state a 
cause of action. While the exact facts in this case, as made by the 
original and amended declarations, are unusual, and no case on all 
fours with this one appears to have been cited by either side, we are 
of the opinion, on general principles, that a person engaged in the 
fruit brokerage business, who ships fruit to the markets in his own 
name, has such a property right in his name as to sustain an action 
on the case against another person engaged in a similar business 
who ships decayed fruit in the name of such first person, but with- 
out his authority, in such a way as to lead the trade to believe that 
the plaintiff was guilty of shipping such decayed fruit to the trade 
in general, to his injury and damage. 

A person has a certain property right in his own name, or in 
his trade-name, which right the courts will under certain circum- 





408 TWENTY-FOUR TRADE-MARK REPORTER 


stances protect from invasion. Thus a tort may arise from the 
unauthorized prosecution of a suit in the name of another, irre- 
spective of the merits of the suit if it had been properly brought. 
See 62 C. J. 1149, and cases cited. However, it is said in 45 C. J. 
382, that “where no question of trade or business purposes is in- 
volved, nor any special injury to character, reputation, or property, 
a person has generally no such exclusive use of a name as will en- 
able him to prevent its assumption, or use by another, except where 
such right is given by statute, and, according to some authorities, 
where such right is protected under the so-called right of privacy.” 
See, also, 54 C. J. 821, and 26 R. C. L. 854. It is also held that 
one of the forms of actionable unfair competition consists in pass- 
ing off, or attempting to pass off, on the public the goods or busi- 
ness of one person as and for the goods or business of another. 
63 C. J. 324, citing many cases. 

While it has been held that a personal name is not the subject 
of exclusive appropriation as a trade-mark and that one cannot de- 
prive another person of the same name from using his own name 
in connection with his goods or business, yet every one, generally 
speaking, has the right to use his own name in his own business, 
and personal names must be used truthfully and in good faith, or 
their use will be enjoined. 63 C. J. 429-433, and cases cited. 
Thus in the case of Gottdiener v. Joe’s Restaurant, Inc. (Fla.), 149 
So. 646 [23 T.-M. Rep. 481], the facts disclosed that the plaintiff 
enjoyed an established reputation in the restaurant business which 
was advertised as “Joe’s Restaurant,” and that defendant, a former 
employee of plaintiff, opened a restaurant near to plaintiff’s place 
of business and erected over it an electric sign carrying the words 
“Little Joe’s Restaurant,’ with the word “Joe’s” in bold relief, 
but with the word “Little” in much smaller letters and illegible at 
a comparatively short distance, to the material injury of the plain- 
tiff. Although the defendant was called “Little Joe” by his 
friends, the court held that the defendant should have been en- 
joined from the use of the sign above referred to, although he might 
properly use a sign designating his place of business as “Little 
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Joe’s Restaurant,” if the word “Little” was made equally con- 
spicuous with the succeeding words, so as to prevent any confusion 
in the minds of the public between the businesses respectively of 
the plaintiff and the defendant. A man may acquire the right of 
a trade-mark in his own name, and no other person has the right 
to adopt his label or trade-mark, or one so like his as to lead the 
public to suppose the article to which it is affixed is that of the 
other person, though this right to use one’s own name might not be 
exclusive of the right of another person by the same name. In this 
general connection, see El Modello Cigar Mfg. Co. v. Gato, 25 
Fla. 886, 7 So. 23, 6 L. R. A. 823, 23 Am. St. Rep. 537; State ex 
rel. La Follette v. Hinkle, 131 Wash. 86, 229 P. 317; Edison v. 
Edison Polyform Mfg. Co., 73 N. J. Eq. 136, 67 A. 392; L. E. 
Waterman Co. v. Modern Pen Co., 235 U. S. 88, 35 S. Ct. 91, 59 
L. Ed. 142 [5 T.-M. Rep. 1}. 

It is claimed by appellee that no cause of action was stated by 
the declaration until the amendment of February 1, 1932, or that 
such amendment wrought such a change in the cause of action as to 
make it subject to the plea of the statute of limitations, the amend- 
ment not having been made until the statute of limitations had run. 
The declaration alleged that the defendant had shipped in the name 
of the plaintiff unwholesome, decayed, and rotten fruit to com- 
mission merchants and brokers east of the Mississippi River; such 
shipments being made to the plaintiff in Savannah, Ga., and after- 
wards diverted to other points east of the Mississippi River. By 
way of amendment on February 1, 1932, there was added to the 
foregoing the words, “which points are unknown to plaintiff, and 
was there sold in the market.” Before this amendment was made, 
there was no direct allegation in the declaration that any other 
broker or commission merchant or third party ever knew or had 
knowledge of the fact that such decayed or unwholesome fruit had 
been shipped by the defendant in the name of plaintiff. How- 
ever, the declaration did allege that the shipments had been made 
in such a way as to lead the trade and all good people in general 
to believe that the plaintiff was guilty of shipping decayed and un- 
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wholesome fruit to the trade, and that by means of this the plaintiff 
had been deprived of custom and trade of divers persons, and of 
profits and income therefrom, to his damage. Thus the gravamen 
of the action from the beginning was the shipping of decayed fruit 
in plaintiff’s name without his authority or consent in such a way 
as to lead the trade to believe that he was guilty of such wrong con- 
duct, to the injury of his reputation and his business. Our con- 
clusion is that the declaration as it stood when the amendment of 
February 1, 1932, was made did not wholly fail to state a cause of 
action for at least some damages, and that the amendment of 
February 1, 1932, was in the nature of an amplification of the 
cause of action already stated, which, while it supported and forti- 
fied such cause of action, did not change the essence thereof, nor 
did it amount to the statement of a new and distinct claim or cause 
of action. An amendment does not in general make a new cause 
of action where the real parties and interests and the essential ele- 
ments of the controversy remain the same. Gibbs v. McCoy, 70 
Fla. 245, 70 So. 86. See. also, Livingston v. Malever, 103 Fla. 
200, 1387 So. 118, and cases therein cited; also, 37 C. J. 1071-1074, 
and New York Central & Hudson River R. Co. v. Kinney, 260 
U. S. 840, 43 S. Ct. 122, 67 L. Ed. 294. 

For these reasons, we hold that it was error for the trial court 
to overrule plaintiff’s demurrer to the plea of the statute of limita- 
tions and to direct a verdict for the defendant. 

Reversed and remanded. 


WuitFiE.p, P. J., and Burorp, J., concur. 


Davis, C. J., concurs in the opinion and judgment. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


DEcIsIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Use of Marks 


Spencer, F. A. C.: Held that Old Colony Shoe Company was 
entitled to register, as a trade-mark for leather boots and shoes, the 
words “Gold Bond” and that its registration of those words should 
not be cancelled, notwithstanding the prior use of Sears, Roebuck 
and Co., of those words in advertising. 

In his decision he stated that petitioner is relying exclusively on 
the use in advertising of the words “Gold Bond,” since that is the 
only use alleged prior to the date of appellee’s registration and the 
question for determination is whether it is incumbent upon a peti- 
tioner for cancellation to allege and prove technical trade-mark use, 
that is, an actual affixation of the mark to the goods. He also noted 
the provisions of section 13 of the Trade-Mark Act as to the 
grounds upon which a registration may be cancelled. 

He then said: 


It is quite obvious that the only clause of this provision which could 
have any possible application to the facts stated in the petition here is 
the one authorizing cancellation where “the registrant was not entitled to 
the use of the mark at the date of his application for registration thereof.” 
As between the parties to a cancellation proceeding the right to use and 
the right to register would appear to be co-extensive; so that the question 
whether a registrant was entitled to use his mark at the date of his appli- 
cation for registration may be determined by reference to section 5 of the 
Act, which prescribes, in somewhat negative language, what marks a user 
is entitled to register. 


He noted the ruling of the examiner of interferences that in 
order for petitioner to qualify under section 13 of the Trade-Mark 
Act it must affirmatively appear from the petition that the notation 
“Gold Bond” was affixed to the goods prior to the filing of the 
application upon which the certificate of registration was issued, 
and said: 


As already shown the petition contains no such allegation, and I am 
therefore constrained to hold with the examiner that it does not state a 
cause of action. 

Then, after discussing a number of the decisions in cancellation 
proceedings, he said: 
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It will thus be seen that where the question has been squarely presented 
the courts have shown no equivocation in holding that the cancellation of 
marks not properly registrable rests upon an essentially different consid- 
eration than that which governs in cases where the mark attached violates 
no statutory prohibition, and that in the latter situation a petitioner for 
cancellation must establish his own prior trade-mark use. 

It will be observed that most of the cases relied on by appellant, and 
several of those cited by respondent, as bearing upon this particular sub- 
ject matter, involved opposition proceedings; and while it has generally 
been assumed, not only by the tribunals of the Patent Office but also by the 
courts and text-writers, that the rule is the same, it seems to me that there 
is a clear distinction to be found in the statute between the proof required 
of an opposer and that which must be adduced by one seeking the cancel- 
lation of a mark already registered. As previously noted, section 13 of the 
Act expressly enumerates the circumstances under which cancellation may 
be ordered. There is no such restriction prescribed with respect to opposi- 
tion proceedings. 

- * * 

In other words, as I read that case and the decisions cited in the 
opinion, the inquiry in an opposition proceeding is not strictly limited in 
scope by the allegations of the notice; whereas the only issue that may 
properly be passed upon in a cancellation proceeding is whether the peti- 
tioner has pleaded and proved one or more of the grounds prescribed by 
the statute upon which the commissioner is authorized to order a registra- 
tion cancelled. Failure to recognize this distinction has added to the gen- 
eral confusion reflected in the reported cases involving cancellation pro- 
ceedings. 

The appellant here having alleged no facts which would entitle it to 
the relief sought, its petition was properly dismissed.’ 


Spencer, F. A. C.: Held that applicant is not entitled to 
register the words “Silver Seal” as a trade-mark for milk and 
cream, in view of the prior adoption and use by opposer, of marks 
for the same goods including the same words. 


With reference to the argument based on the ground that appli- 
cant’s mark includes a design, he said: 


Appellant argues that its mark is distinguishable from opposer’s in that 
it includes a design in addition to the objectionable words; but the drawing 
and specimen labels accompanying the application leave no doubt that the 
design is of only incidental significance, and that the words are the pre- 
dominating feature of the mark. It is also pointed out that appellant’s 
mark is printed on paper containers in which its product is sold, while 
opposer’s is blown into glass bottles used for a similar purpose. This dif- 
ference in the manner of application may be entitled to some weight were 
it not that the goods are identical, but in view of the undisputed fact that 
they are it is of but slight importance. 


*Sears, Roebuck & Co. v. Old Colony Shoe Co., Canc. No. 2,554, 159 
M. D. 251, July 10, 1934. 
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With reference to the argument that the opposer in some in- 
stances had used another mark consisting of the words “Meadow 
Gold” in connection with the words “Silver Seal,” he said: 


Appellant thus urges that opposer’s true mark includes the entire nota- 
tion, and that it should not be permitted to select only the first two words 
for the purpose of comparison. In other words appellant insists that the 
question of confusing similarity should be determined by a comparison of 
its mark with the words “Silver Seal Meadow Gold.” It is not deemed 
necessary to discuss the effect of opposer’s use of its two marks in com- 
bination for even if there were no showing of other use I should have no 
hesitancy in holding appellant’s mark confusingly similar to that of 
opposer when applied to identical goods. 


With reference to the argument that the opposer is not entitled 
to the exclusive use of the words “Silver Seal’ because of the use 
of those words by third parties as shown by earlier registrations, 
he said: 


Assuming this to be true it is difficult to understand how applicant 
could claim any greater rights; and the validity of opposer’s mark is, of 
course, not in issue.” 


Conflicting Marks 


Spencer, F. A.C.: Held that applicant is not entitled to regis- 


ter the word “Sunrise,” in view of the prior adoption and use by 


opposer, of the word “Sunset” as a trade-mark for the same goods, 
on the ground that the marks as applied to the goods are confus- 
ingly similar. 

In his decision the First Assistant Commissioner said: 


Applicant argues that as these two words have directly opposite mean- 
ings no one could reasonably mistake the one for the other. That they 
have opposite meanings is undoubtedly true, but the average purchaser 
has no occasion to consider the exact meaning of a trade-mark. Having 
seen it he carries a mental impression, more or less clear, of some outstand- 
ing word, design or connotation; and when confronted with a similar mark 
applied to the same goods he has no opportunity to compare the marks. 
What he usually does compare, and this is done subconsciously, is his im- 
pression of the first mark with the most striking feature of the second. 

The goods here involved include gasoline and lubricating oils such as 
are sold to motorists at roadside filling stations. If the purchaser sees 
the mark at all it is only at the time and place his purchase is made. 
Frequently he does not see it but gains his impression merely through 
hearing the word spoken. 


* Beatrice Creamery Co. v. Silver Seal Dairy Products Co., Oppn. No. 
12,976, 159 M. D. 259, July 1, 1934. 
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He noted applicant’s argument that the word “sun” has been so 
extensively used in trade-marks for all kinds of merchandise that it 
has become publici juris and that therefore, there being no other 
feature common to the two marks, they are clearly distinguishable ; 
and then said: 


The difficulty with this argument is that the word “sun” is only in- 
cidentally involved. If the last syllable of either mark were different the 
doctrine thus suggested might perhaps be applicable, but under the circum- 
stances here I think it clearly is not. In my opinion there is at least a 
reasonable likelihood of confusion in the mind of the purchasing public 
if the two marks are used concurrently by the respective parties.’ 


Descriptive Terms 


Spencer, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the trade-mark “Evr Redy” for canned 
meat and cereals for dogs, cats and other carnivorous animals, on 
the ground that the mark is merely descriptive of the goods. 

The specimen labels submitted with the application contained 
the additional notation: “A ration always ready to feed your 
dog,” and applicant urged that these words were no part of the 
trade-mark and should not be considered at all in determining the 
registrability of the mark itself. With this contention the First 
Assistant Commissioner could not agree, and said: 


The statute prohibits registration of marks consisting “merely in words 
or devices which are descriptive of the goods with which they are used, 
or of the character or quality of such goods”; and there could be no better 
evidence of the character of applicant’s goods than the printed matter on 
its labels. Here the particular characteristic involved, and of which the 
mark was held to be descriptive, is that the goods are always ready for use. 

Applicant admitted in his brief that the words “ever ready 
food” if applied to its product would be merely descriptive, but 
contended that the phrase in its contracted form “Evr Redy’’ fails 
to indicate what is referred to. With respect to this contention, the 
First Assistant Commissioner stated that the distinction sought to 
be drawn is too fine for practical application. 

The First Assistant Commissioner cited the decision of Bennett 
v. McKinley, 65 Fed. 505, in which it was held that the word “‘in- 


*Union Oil Company of California v. Sunset Pacific Oil Company, 
Oppn. No. 11,002, 159 M. D. 281, July 25, 1934. 
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stantaneous” could not be appropriated as a trade-mark for a 
preparation of tapioca which had been so treated as to render it 
adaptable for immediate use, and quoted from the decision the 
following: 


It not only is aptly and truthfully descriptive of one of the properties 
of the article to which it is sought to be applied, but it is especially 
appropriate to point out concisely and accurately the peculiar characteristic 
which distinguishes the particular . . . . (article) from other varieties.‘ 


Spencer, F. A. C.: Held that the registration by Servel, Inc., 
of the word “Humidraft” as a trade-mark for refrigerators and 
parts thereof could not be refused because the word “Humidi- 
Cooler’”” had been previously used by The Sawyer Engineering 
Company, but that the applicant was not entitled to register the 
mark because it was descriptive of the goods. 

With reference to the holding of the Examiner of Interferences 
that the two marks were confusingly similar, the First Assistant 
Commissioner said: 


The word “humid,” which constitutes the only point of similarity be- 
tween the two marks, being descriptive, the opposer is not entitled to the 
exclusive use thereof. Rosenberg Bros. & Co. v. Wetherby-Kayser Shoe 
Co., 37 Fed. (2d) 487 [20 T.-M. Rep. 51]. Nor am I convinced that the 
two marks, viewed in their entirety, are reasonably likely to cause con- 
fusion. To my mind they are distinctly unlike in appearance, sound and 
significance. 


With reference to the question of the descriptiveness of the 
marks, after noting that the case was submitted upon an agreed 
statement of facts accompanied by exhibits and referring especially 
to “applicant’s Exhibit 1,” he said: 

The exhibit referred to is an illustrated folder which pictorially demon- 
strates the manner in which “Humidraft” operates when installed in a 
refrigerator, and describes the device as “a compact, efficient chilling unit 
that will keep the air in your refrigerator cold and moist and moving.” 
It further informs the reader that: “This efficient new fan-forced chilling 
unit sets up a humid draft that pushes a gentle stream of low temperature 
air to all corners of your refrigerator.” 

Then, after referring to the holding of the Supreme Court in 
Beckwith v. Commissioner of Patents, 252 U. S. 538, 64 L. Ed. 


‘Ex parte Rich Products Corporation, Ser. No. 313,510, 159 M. D. 236, 
June 6, 1934. 
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705 [10 T.-M. Rep. 255], that “Moistair Heating System’ was 
descriptive of a heating system, he said: 


So here the word “Humidraft,” which is obviously a contraction of 
“humid draft,” fairly describes the manner in which applicant’s device 
functions by forcing a humid draft of air through the refrigerator in con- 
nection with which it is used.® 


Goods of Different Descriptive Properties 


Spencer, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for milk and cream, a mark consisting of the words 
“Silver Seal” in connection with a badge-like design, notwithstand- 
ing the prior adoption and use by opposer, of those words as a 
trade-mark for fresh deciduous fruits, fresh grapes, and fresh 
citrus fruits. 

The ground of the decision is that.the goods are not of the same 
descriptive properties and therefore confusion is not likely even 
though the words constitute the dominating feature of applicant’s 
mark. 

With respect to the marks, the First Assistant Commissioner 
said: 

While applicant employs a design as a part of its mark the words 
“Silver Seal” are clearly the dominating feature, and as these are identical 
with the words of opposer’s registered marks, confusion would seem in- 
evitable if the marks were applied to the same class of goods. 

With reference to the goods, after noting that several decisions 
had been cited in support of the opposition, he said: 


However, after carefully reviewing those cases, and others not cited 
in the briefs, I have come to the conclusion that to hold fresh milk and 
cream to possess the same descriptive properties as fresh fruits would be 
straining the language of the statute even beyond its intended meaning. 

Then, after discussing a number of decisions and noting the 
statement in the decision in Cheek-Neal Coffee Co. v. Hal Dick 
Manufacturing Co., 40 Fed. (2d) 106, 395 O. G. 10,17 C. C. P. A. 
1103 [20 T.-M. Rep. 274], that one reason given by the court for 
holding the goods there involved of the same descriptive properties 


* Sawyer Engineering Company v. Servel, Inc., Oppn. No. 12,497, 159 
M. D. 248, July 6, 1934 
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was that they were capable of a general definition, namely, 
groceries, he said: 


It is suggested by the opposer here that its goods and those of the 
applicant are likewise capable of the same general definition. If fresh 
fruits and fresh milk could properly be defined as groceries I should, of 
course, consider the case referred to as controlling; but I do not believe 
that either comes within the definition of that term in its generally 
accepted sense. Nor do I believe that the court intended to say that all 
goods capable of a general definition must necessarily be deemed to possess 
the same descriptive properties; for such a statement, taken literally and 
carried to its logical conclusion, would mean that all merchandise to which 
trade-marks are ordinarily applied would be of the same descriptive proper- 
ties, as it all comes within the general definition of personal property. 


He then quoted the following statement from the decision in 
California Packing Corporation v. Tillman § Bendel, Inc., 40 F. 
(2d) 108, 394 O. G. 789, 17 C. C. P. A. 1048 [20 T.-M. Rep. 
238]: 

In applying the rule, which we regard as sound both on reason and 
authority, we are not inclined to extend the same beyond the limitations 
within which the courts have heretofore applied it. The mere fact that 
some indefinite and far-fetched confusion is to be shown or pointed out 
does not necessarily require that the goods shall be regarded as of the 
same descriptive properties. 
and said: 


It is my opinion that there here exists “enough disparity in character 
between the goods .... to insure against confusion,” and that any con- 
fusion that might result from the concurrent use of identical marks on 
fresh fruit and fresh milk and cream would be “indefinite and far- 
fetched.” * 


Opposition—Abandonment of Application 


Spencer, F. A.C.: Held that where the registration of a mark 
is opposed, the applicant is not entitled to terminate that proceed- 
ing by filing a statement that he abandons the application and 
“withdraws the same without prejudice.” 

Then, after referring to certain decisions of this Office where 
this question had been raised, and discussing certain decisions of 
the Court of Customs and Patent Appeals as to the duty of the 
Office where an opposition has been filed, he said: 


* Mutual Orange Distributors v. Silver Seal Dairy Products Company, 
Oppn. No. 13,014, 159 M. D. 276, July 20, 1934. 
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As stated by the Court in Skookum Packers’ Association v. Pacific 
Northwest Canning Co., 45 Fed. (2d) 912, 403 O. G. 515 [21 T.-M. Rep. 


50], the mandate of the statute imposes upon the Commissioner the duty 
of determining: 


“.... The right of registration to such trade-mark, and of the suffi- 
ciency of objections to registration. . . .” 


The duty thus imposed by the statute cannot be lightly abridged by the 
applicant offering to withdraw the application. In patent interferences, 
an applicant may withdraw by disclaiming or abandoning the subject 
matter. Observe the words “subject matter,” If the junior applicant 
abandons merely the application, it is construed, according to present 
practice, as an avowal not to contest the interference, and an order to 
show cause why judgment should not be entered against the applicant is 
forthwith issued. If the applicant fails to show sufficient cause, judgment 
is entered and thereafter if the applicant should file a new application it 
would be rejected on the doctrine of res judicata. It may be seen, there- 
fore, that there is nothing in the interference practice which would justify 
the position that the applicant here seeks to establish. 


With reference to the Federal practice in equity cases, he said: 


If a comparison can be drawn between the applicant in an opposition 
proceeding and one of the parties in an equity suit, the party selected must 
be the defendant, namely, the party whose conduct is causing, or is likely 
to cause, damage to the other. Obviously, the defendant in an equity suit 
cannot escape judgment on its own motion to dismiss. The Court, having 
had jurisdiction over the controversy at the outset, does not lose it merely 
because the defendant abandons the objectionable course of conduct. The 
plaintiff is entitled to a judgment and ofttimes to affirmative relief, such 
as an injunction, that will effectively settle the dispute once and for all. 


He further said: ; 


It is realized that this decision is not in harmony with the cases of 
Kotex Company v. Walgreen Company, 15 U. S. Pat. Q., 154, 156 Ms. D. 953 
[23 T.-M. Rep. 218]; Allegheny Sales Company v. City Brewing Corp., 
159 Ms. D. 90 [23 T.-M. Rep. 406]; and Mishawaka Rubber and Woolen 
Mfg. Co. v. Essex Rubber Co., 159 Ms. D. 117, in all of which the applicant 
was permitted to withdraw the application. Accordingly such parts of 
those decisions as conflict with the conclusions expressed herein are over- 
ruled. 

In the light of the fact that the instant decision constitutes a change in 
practice and inasmuch as the applicant in filing its declaration of abandon- 
ment was acting under the security of prior decisions, it is concluded that 
the applicant should be given a right to defend upon the merits if it so 
elects. The case is accordingly remanded to the Examiner of Interfer- 


ences with instructions to proceed in conformity with the conclusions here- 
in set forth.’ 


*The James G. Hill Co., Inc. v. Standard Brands, Inc., Oppn. No. 
13,069, 159 M. D. 248, July 6, 1934. 



































































































































UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 








